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DETAILED ACTION 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1, 3, 21, 22, 28-30, and 34-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Great Britain Patent 931, 710 (GB '710) in view of Tanaka (6,554,286) in 
view of Sakai. 

GB '710 discloses a gasket comprising a metal base plate 10 with cylinder holes, coolant 
holes (e.g. near 13b), and annular beads 13. GB '710 discloses a metal layer (11, 12, or 16) on 
both surfaces of the base, especially around the beads. The layer comprises nickel-alloys, copper, 
or aluminum. The term "hard" is subjective and these coatings can be considered "hard" with 
respect to other materials, such as elastomers. Further, they are the same materials required by 
the claims. The material is a foil, which is considered a plating and can be applied with adhesive. 
GB '710 discloses that the gasket can be laminated using more than one plated base plate. 
However, GB '710 does not appear to disclose an outer peripheral bead totally surrounding the 
beads and coolant holes. Tanaka teaches a gasket having at least one base with cylinder holes, 
coolant holes, annular beads, and an outer peripheral bead 2c totally surrounding the beads 2b 
and holes 2a and 2d. The outer bead has a slope cross-section. The plate also has a plated layer. 
Tanaka teaches using the outer bead to prevent coolant from leaking as well as further aiding in 
sealing of the combustion holes. This effect if further enhanced when multiple plates are used. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify to use the outer bead taught by Tanaka to further seal the holes in the 
gasket. The distribution of the amount of step of the hard layer corresponds to the rigidity of the 
engine relevant to the bores. 

GB '710 does not appear to disclose the hardness range for the plated layer. Sakai 
teaches a gasket with a base plate having a metal coating, such as copper or aluminum coatings. 
Sakai teaches that such coating should have a hardness of at about Hv 60 to function effectively. 
This value falls in either "hard" or "soft" range required by the claims. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the layer 
of GB '710 by selecting the hardness values as taught by Sakai to enhance the sealing effect of 
the layer. 

Regarding claims 29, 35, and 39, GB '710 does not appear to disclose nickel- 
phosphorus. The selection of a known material based on its suitability for its intended use is 
considered obvious. See In re Leshin, 125 USPQ 416 (CCPA 1960). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made to modify GB' 
710 using nickel-phosphorus as the nickel alloy. 

Regarding claims 21 and 22, requiring the layers to be electroplated or molten are process 
limitation in a product claim and given little patentable weight. 

3. Claims 1-3, 21, 22, 28-41 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kawaguchi (5,286,039) in view of GB '710 in view of Sakai. 

Kawaguchi discloses a laminate metal gasket comprising at least two base plates 10 and 
20 and an auxiliary plate 40 or 30. The plates each have combustion holes and coolant holes. At 
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least the base plates 10 and 20 have annular beads 21 and 31 and as seen in Figure 1, a peripheral 
bead surrounds all openings. The auxiliary plate has a bead (e.g. 3 1) atop and facing bead 21 . 
Kawaguchi does not appear to disclose metal layers on the plates. GB '710 teaches coating 
layers of a laminate metal gasket with metal layers to improve the sealing function. The coating 
covers the plates, especially at the bead sections. The coating can comprise copper, nickel 
alloys, or aluminum and can be considered "hard" or "soft" as these are relative terms. And, the 
materials are the same as that required by the claims. Coating all the layers in Kawaguchi would 
meet the limitations required by the claims. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify to coat the plates in 
Kawaguchi with the metal layer taught by GB '710 to improve the sealing effect of the gasket, 
especially at the beaded areas. The distribution of the amount of step of the hard layer 
corresponds to the rigidity of the engine relevant to the bores. 

GB '710 does not appear to disclose the hardness range for the plated layer. Sakai 
teaches a gasket with a base plate having a metal coating, such as copper or aluminum coatings. 
Sakai teaches that such coating should have a hardness of at about Hv 60 to function effectively. 
This value falls in either "hard" or "soft" range required by the claims. It would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify the layer 
of GB '710 by selecting the hardness values as taught by Sakai to enhance the sealing effect of 
the layer. 

Regarding claims 29, 32, 35, and 39, GB '710 does not appear to disclose nickel- 
phosphorus. The selection of a known material based on its suitability for its intended use is 
considered obvious. See In re Leshin, 125 USPQ 416 (CCPA 1960). Therefore, it would have 
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been obvious to one of ordinary skill in the art at the time the invention was made to modify GB' 
710 using nickel-phosphorus as the nickel alloy. 

Regarding claims 21 and 22, requiring the layers to be electroplated or molten are process 
limitations in a product claim and given little patentable weight. 

Response to Arguments 
4. Applicant's arguments filed 9-23-08 have been fully considered but they are not 
persuasive. 

Applicant argues that none of the references disclose a distribution of the amount of step 
of the hard layer corresponds to the rigidity of the engine relevant to the bores. The examiner 
disagrees. This is considered inherent in the combination. It appears from the specification that 
Applicants mean the thickness by the phrase "amount of step." The plated layer in the 
combination has a thickness. And, an engine inherently has a rigidity. A plated layer with a 
thickness around bore holes would therefore correspond to the rigidity of the engine bore holes. 
The claims do not define how the two correspond or set forth any ranges that distinguish over the 
proposed combination. It is also noted that Sakai teaches thickness ranges which use to be 
required by the claims. Thus, if those ranges were added to the claims to further define this 
limitation, Sakai would be applied for that teaching as well. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alison K. Pickard whose telephone number is 571-272-7062. 
The examiner can normally be reached on M-F (9-5). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer Gay can be reached on 571-272-7029. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Alison K. Pickard/ 

Primary Examiner, Art Unit 3676 
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